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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 



prior art under 35 U.S.C. 103(a). 
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4. Claims 1 1 -21 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Morikawa in view of Suzuki et al., JP020012001 18A (hereinafter Suzuki, already of 
record) in further view of Beck et al., US 3,280,071 (hereinafter Beck). 

5. Regarding claim 1 1 , Morikawa teaches a thermoplastic elastomer composition 
including polysiloxane ("polysiloxane-containing composition [D]") comprising: an 
organopolysiloxane having a viscosity according to JIS K 2283 less than 10,000 cSt, 
and a denatured organopolysiloxane, a rubber, and a crystalline and/or amorphorous 
olefinic resin. The rubber as taught can be an ethylene/a-olefin copolymer rubber 
(page 12 paragraphs 0151-0153). Morikawa further teaches the relative parts by mass 
of the rubber, olefin resin, and softening agent, which are 20-69, 1-50, and 20-79 parts 
by mass, respectively. These ranges either overlap or fall within the limitations as 
claimed. 

6. Morikawa fails to teach a vinyl-denatured polysiloxane specifically. Morikawa 
fails to teach the elastomer including a vinyl-terminated polysiloxane, i.e. a vinyl- 
denatured organopolysiloxane. 

7. In the same field of endeavor, Suzuki teaches a thermoplastic elastomer 
composition including a diorganosiloxane where the ratio of the organic/silicon atoms is 
about 2. Suzuki further teaches the vinyl as a possible organic group (see paragraph 
0023). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine the thermoplastic elastomer as taught by Morikawa with 
the vinyl-terminated polyorganosiloxane of Suzuki for the benefit of producing a 
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thermoplastic elastomer with molding workability and improved abrasion resistance via 
dynamic crosslinking. 

8. While the previous combination does not teach the polymerization degree, Beck 
teaches the art of producing silicone elastomers of formula (1) with a degree of 
substitution of 1 .95-2.05 (see col. 1 , lines 22-24). In an analogous art, Beck teaches the 
thermoplastic elastomer composition containing vinyl radicals (see col. 2, lines 25-40). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to so include the degree of substitution as shown in Beck, in the previous combination 
for the benefit of providing the resultant elastomer with improved crack resistance. 

9. Regarding claim 12, Morikawa teaches the polysiloxane-containing composition 
[D] obtained by dynamically heat -treating in the presence of a crosslinking agent. This 
reads on the limitations of claim 12 (see paragraph 0156). 

1 0. Regarding claim 1 3, Morikawa teaches a thermoplastic elastomer wherein the 
rubber is an ethylene/a-olefin copolymer rubber has a limiting viscosity [rj] of 2.0 to 6.8 
dl/g when measured at 135 C in decaline solvent. This reads on claim 13 (see 
paragraph 0024). 

1 1 . Regarding claims 14 and 15, Morikawa teaches the polysiloxane-containing 
composition [D]" as described above containing a mineral oil softener. Morikawa 
teaches the same composition which may include an extended rubber. The rubber and 
mineral oil softener is present at 30-70 mass percent. Morikawa further teaches the 
polysiloxane-containing composition [D] including an oil-extended rubber subjected to 
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dynamic heat treatment in the presence of a crosslinking agent, which reads on the 
limitations of claims 14 and 15 (see paragraph 0037). 

12. Regarding claim 16, Morikawa teaches polysiloxane-containing composition [D] 
containing a mineral oil softener as described above wherein the rubber is an 
ethylene/a-olefin copolymer rubber has a limiting viscosity [r|] of 2.0 to 6.8 dl/g when 
measured at 135 C in decaline solvent (see paragraph 0040). This reads on claim 16. 

13. Regarding claims 19-22, Morikawa suggests the thermoplastic elastomer, with 
and without and extended rubber (see rejections above), has suitable processibility for 
injection molding, extrusion molding, blow molding, compression molding, vacuum 
molding, laminate molding, or calendar molding. The possible products fabricated from 
the molding process include a weather strip (see paragraphs 0046-0047). This reads 
on the limitations as claimed. 

14. Regarding claims 17 and 18, Morikawa teaches a thermoplastic elastomer 
composition including a denatured organopolysiloxane or a graft polymer including an 
organopolysiloxane and an acrylic acid ester (see paragraph 01 71 ). Morikawa fails to 
teach the elastomer including a vinyl-terminated polysiloxane, i.e. a vinyl-denatured 
organopolysiloxane. In the same field of endeavor, Suzuki teaches a thermoplastic 
elastomer composition including a diorganosiloxane where the ratio of the 
organic/silicon atoms is about 2. Suzuki further teaches the vinyl as a possible organic 
group (see paragraph 0023). While Suzuki does not teach the polymerization degree, 
Beck teaches the art of producing silicone elastomers of formula (1) with a degree of 
substitution of 1 .95-2.05 (see col. 1, lines 22-24). It would have been obvious to one 
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having ordinary skill in the art at the time the invention was made to combine the 
thermoplastic elastomer as taught by Morikawa with the vinyl-terminated 
polyorganosiloxane of Suzuki with the polymerization degree as taught by Beck for the 
benefit of producing a thermoplastic elastomer with molding workability and improved 
abrasion resistance via dynamic crosslinking. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 7,105,600 B2 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alvin C. Collins whose telephone number is (571) 270- 
7734. The examiner can normally be reached on Monday through Thursday, 7:30 am - 
5:00 pm EST and on alternate Fridays from 7:30 am - 4:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Ortiz can be reached on (571) 272-1206. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Alvin C. Collins/ 

/Angela Ortiz/ 
Supervisory Patent Examiner, Art Unit 4151 



